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COMPLAINT 
For Review and Injunctive Correction of 
Non-Statutory Administrative Action of 
Commissioner of Patents 
1. This is a civil action seeking mandatory and pro- 
hibitory injunctive relief. 
2. Plaintiff is a New Jersey corporation having its 


principal place of business at 2905 East 79th Street, 
Cleveland 4, Ohio. 


8.(a) Defendant Frederick C. Mueller (hereinafter 
called “the Secretary”) is Secretary of Commerce 
having his official residence at the City of Washington 


in the District of Columbia and is charged by 35 
U.S.C. § 6 with supervision of the Commissioner of 
Patents. 

(b) Defendant Robert C. Watson (hereinafter 
called “the Commissioner”) is Commissioner of Pat- 
ents having his official residence at the City of Wash- 
ington in the District of Columbia. 


4, The value of plaintiff’s property rights which have 
been impaired by the acts of defendants herein com- 
plained of exceed the value of $10,000, exclusive of 
interest and costs. 


5. The value of plaintiff’s property rights which will 
be impaired by the threatened acts of defendants 
herein complained of exceed the value of $10,000, 
exclusive of interest and costs. 
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6. The jurisdiction of this Court is based on the pro- 
visions of 28 U.S.C. §§ 1331, 1338 and 1651. 


7. The remedies sought by plaintiff arise out of the 
common law, principles of equity, and Titles 5 and 
35 of the United States Code. 


8. On October 27, 1952, one Eugene Wainer, then 
Director of Research of plaintiff’s then parent cor- 
poration Horizons, Incorporated, a corporation of 
New Jersey, then having its principal place of busi- 
ness at 2891 East 79th Street, Cleveland 4, Ohio, 
executed a certain single signature petition, oath and 
power of attorney form which was then attached to 
eighteen pages of description and seven pages contain- 
ing claims numbered from 1 to 21, inclusive, the 
whole constituting a draft of a patent application to 
be filed in the United States Patent Office (herein- 
after called the “Wainer draft application”). A true 
copy of the Wainer draft application is annexed here- 
to and made a part hereof marked Annex “A”. 


9. The Wainer draft application had been transmit- 
ted to Eugene Wainer by the law firm of Pennie, 
Edmonds, Morton, Barrows and Taylor, 247 Park 
Avenue, New York 17, New York, (hereinafter called 
“the Pennie firm”) patent counsel to said Horizons, 
Incorporated, by letter of transmittal dated October 
24,1952. On October 27, 1952, the Pennie firm fur- 
ther wrote Eugene Wainer informing him of certain 
minor changes to be made in the Wainer draft appli- 
eation. By letter dated October 28, 1952, Eugene 
Wainer returned to the Pennie firm the single signa- 
ture form executed by him together with the draft 
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application with directions for its further revision. 
Also, on October 28, 1952, Eugene Wainer returned 
to the Pennie firm the original of that firm’s letter to 
him of October 27, 1952 with written instructions to 
incorporate the changes suggested therein in the draft 
application. Copies of said letters of October 24, 
1952, October 27, 1952 and October 28, 1952 are an- 
nexed hereto and made a part hereof marked, re- 
spectively, Annex “B”, Annex “C” and Annex “D”. 


10. On November 138, 1952, the Pennie firm, pursu- 
ant to its power of attorney from Eugene Wainer 
filed in the United States Patent Office an application 
for patent which was duly given Serial No. 320,345 
by the Commissioner’s predecessor. Said application 
(hereinafter called “the Horizons application’’), in- 
corporating the substance of the changes approved 
and the revisions suggested by Eugene Wainer, con- 
sisted of eighteen pages of description, eight pages 
containing claims numbered from 1 to 28, inclusive, 
and the single signature petition, oath and power of 
attorney form which had been executed on October 27, 
1952 by Eugene Wainer. A true copy of the Hori- 
zons application, as filed, is attached hereto and made 
a part hereof marked Annex “E”’. 


11. On October 27, 1952, by a first instrument in 
writing duly executed, Eugene Wainer assigned the 
Horizons application to Horizons Incorporated, a New 
Jersey corporation (said first instrument being duly 
recorded by the Commissioner’s predecessor at Liber 
U233 Page 593 in the United States Patent Office) 
and on November 9, 1958, by a second instrument 
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in writing duly executed, Horizons Incorporated as- 
signed the Horizons application to plaintiff (said 
second instrument being duly recorded by the Com- 
missioner at Liber E238 Page 35 in the United States 
Patent Office). 


12. The Horizons application disclosed and claimed a 
novel process of producing metallic titanium by elec- 
trolytic decomposition of a titaniferous material in a 
fused salt bath, a novel anode for use in said novel 
process, and a novel method of making said novel 
anode. 


18. After due prosecution, the Commissioner, on 
November 25, 1955, notified plaintiff that claims 26 
to 38, inclusive, which had been added by the Pennie 
firm to the Horizons application by amendment after 
filing and were directed to said novel process of pro- 


ducing titanium, were allowable. 


14. On February 10, 1956, plaintiff, through the 
Pennie firm, its attorneys, added claim 34 by amend- 
ment to the Horizons application at the suggestion 
of the Commissioner for purposes of interference and 
on May 16, 1956 the Commissioner declared Inter- 
ference No. 88,045 as to the subject matter of said 
claim 34 between the Horizons application and a cer- 
tain application (hereinafter called “the Norton ap- 
plication”) which had been filed by one Guy Ervin, 
Jr. and one Herbert F. G. Ueltz and is owned by 
Norton Company, a Massachusetts corporation hav- 
ing a place of business at Worcester, Massachusetts. 
15. On November 26, 1957 the circumstances sur- 
rounding the execution and filing of the Horizons 


7 


application as set forth in paragraphs 8, 9 and 10 
of this Complaint were made of record in Interfer- 
ence No. 88,045 by plaintiff through the testimony 
at plaintiff’s request of Merton S. Neill, a partner in 
the Pennie firm. 


16. On November 29, 1957, one Lawrence I. Field, 
then of Suite 1035, Woodward Building, 733 Fif- 
teenth Street, N.W., Washington 5, D.C., was ap- 
pointed by plaintiff as its attorney in connection with 
the Horizons application, in lieu of the Pennie firm. 


17. By January 3, 1958, the motion period in Inter- 
ference No. 88,045 had been disposed of, resulting in 
the establishment of the Horizons application as 
junior to the Norton application, with the consequent 
placing of the burden of proof of priority of invention 
on the Horizons application; the preliminary state- 
ments of the parties had been filed and exchanged; 
and the taking of the testimony-in-chief on behalf of 
the Horizons application had been completed estab- 
lishing prima facie priority of invention in the Hori- 
zons application over any date claimed for the Norton 
application in its preliminary statement. 


18. On January 3, 1958, one George Crompton, Jr., 
attorney for Norton Company, filed in the Patent 
Office a “Petition to the Commissioner”, entitled “In 
the United States Patent Office Before the Commis- 
sioner” (hereinafter called “the petition to strike”), 
which moved the Commissioner in the exercise of his 
general supervisory authority summarily (a) to 
strike the Horizons application from the records of 
the Patent Office, (b) to dissolve Interference No. 
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88,045, and (c) to award priority of invention to 
the Norton application, all in view of Rule 56 of the 
Rules of Practice of the Patent Office in Patent Cases 
(hereinafter called ‘Rule 56”). In view of the filing 
of the petition to strike, the Examiner of Interfer- 
ences on January 13, 1958 granted a stay of proceed- 
ings in Interference No. 88,045 pending disposition 
of said petition. 


19. On February 28, 1958, plaintiff filed a Petition 
asking the Commissioner (1) to vacate the stay en- 
tered January 18, 1958 and order proceedings re- 
sumed in Interference No. 88,045, (2) to require the 
evidence of priority of invention already made of 
record on behalf of the Horizons application in said 
Interference to be considered by the Patent Office 
prior to any grant of patent on the Norton applica- 


tion, and (3) to accord the parties an oral hearing 
before decision of the petition to strike. 


20. On March 31, 1958, plaintiff revoked the power 
of attorney of said Lawrence I. Field and reappoint- 
ed the Pennie firm as its attorney in connection with 
the Horizons application. 


21. On March 25, 1959, the Commissioner rendered 
a decision, without oral hearing of any sort, denying 
plaintiff’s petition seeking regular treatment of the 
case and granting the petition to strike. As a con- 
sequence of this decision, clerical employees of the 
Patent Office noted on the file of Interference No. 
88,045 that the same was dissolved and jurisdiction 
over the Norton application was resumed by the ap- 
propriate Primary Examiner without consideration of 
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the merits of the evidence of priority of invention in 
support of Horizons application made of record in 
said interference. Also as a consequence of this de- 
cision, other clerical employees of the Patent Office 
noted on the file of the Horizons application that the 
same was “abandoned”. 


22. Plaintiff has not abandoned the invention form- 
ing the subject matter of the Horizons application, 
but, instead, insists upon its right to patent the same 
in the United States and brings this action to prevent 
forfeiture of that right, through wrongful invalida- 
tion of said application at a time when an independ- 
ent refiling would be ineffective by application of 35 
U.S.C. § 102 (b). 


238. On May 21, 1959, plaintiff petitioned the Com- 


missioner to reconsider his decision of March 25, 1959 
and at the same time petitioned him to suspend fur- 
ther proceedings in the Norton application pending 
the determination of said petition for reconsideration. 


24. On August 21, 1959, the Commissioner denied 
both of plaintiff’s petitions filed May 21, 1959. 


25. Plaintiff has exhausted its administrative reme- 
dies in the Patent Office and has no special statutory 
avenue for judicial review of a decision by the Com- 
missioner on the petition filed by Norton Company’s 
attorney on January 3, 1958 which invoked the su- 
pervisory administrative authority of the Commis- 
sioner, under supervision of the Secretary, expressed 
in Rule 56. 


26. Rule 56 and its application by the Commissioner 
to the Horizons application are arbitrary, are without 
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authority of any statute, and operate contrary to 
principles of law and equity to work a forfeiture of 
substantial rights without due process of law. 


27. The differences between the text of the Wainer 
draft application whose pages were before Eugene 
Wainer when he executed the single signature peti- 
tion, oath and power of attorney form which was 
filed as part of the Horizons application and the text 
of the Horizons application itself are differences which 
were (1) within the scope of the authority conferred 
by Eugene Wainer by said power of attorney upon 
the Pennie firm to make alterations in said applica- 
tion, were (2) differences actually suggested by Eu- 
gene Wainer over his signature to the letters, An- 
nexes “C” and “D”, were (3) differences of a minor 
character not going to the substance of the disclosed 


invention, being of a type recognized by law as cor- 
rectible by subsequent verified amendment, and (4) 
have been subsequently confirmed by Eugene Wainer 
in the preliminary statement sworn to by him in 
Interference No. 88,045. 


28. The action of the Commissioner in striking the 
Horizons application from the file of the Patent Office 
is contrary to law and an abuse of his administrative 
diseretion which, if permitted to continue without 
mandatory injunction by this Court to the contrary, 
will work a forfeiture of substantial rights of plain- 
tiff without due process of law and will cause irrep- 
arable injury for which plaintiff is wholly without 
adequate remedy at law. 
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29. Upon information and belief, the Commissioner 
has restored the Norton application to the jurisdiction 
of the Primary Examiner without requiring consider- 
ation of the merits of the evidence of priority of in- 
vention already of record before him in Interference 
No. 88,045 and is about to issue the Norton applica- 
tion as a patent contrary to the requirements of Title 
35, United States Code that such patent issue only 
to the first inventor of the subject matter to be pat- 
ented. 


30. Irrespective of the validity of Rule 56, the Com- 
missioner’s application of that rule to strike an ap- 
plication involved in an interference prior to the de- 
termination in that interference of the issues of pri- 
ority raised therein is an abuse of discretion having 
the effect of potentially depriving, without due proc- 


ess of law, plaintiff of its appropriate right as the 
first inventor of patentable subject matter to utilize 
that subject matter in the United States and has the 
further effect of permitting to issue to the detriment 
of the public good a patent which the Commissioner 
from facts of record in his possession knows or ought 
to know is invalid. 


31. Defendants are without statutory authority to 
issue a United States patent to an applicant without 
considering in full all evidence in their possession as 
to the standing of that applicant as a first inventor 
and this remains true regardless of the entitlement 
to patent of any other person whom defendants may 
have reason to believe is in fact the first inventor of 
the subject matter to be patented. 
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32. Unless defendants are prohibited by this Court 
by injunction from issuing a patent upon the Norton 
application without full consideration of the evidence 
before them that Eugene Wainer is in fact the first 
inventor of the subject matter sought to be patented 
thereby, plaintiff will suffer an irreparable injury for 
which it is without adequate remedy of law, in that 
its freedom to make use of said subject matter will 
be needlessly impaired by the issuance of an invalid 
patent. 


WHEREFORE PLAINTIFF PRAYS: 


a. for a preliminary and final injunction enjoining 
defendants from issuing any patent upon the Norton 
application or any continuation or division thereof 
without first determining the question of prior in- 
ventorship of the subject matter thereof by Eugene 


Wainer in such normal and regular proceedings as 
will lead to the statutory judicial review of the cor- 
rectness of the determination pursuant to Title 35, 
United States Code, § 146; 

b. for a preliminary and final injunction directing 
defendants to restore the Horizons application to its 
regular position in the file of applications pending 
before the United States Patent Office and to carry 
it through such proceedings as may be necessary ina 
regular and orderly matter to determine its entitle- 
ment to the issuance of a patent under the provisions 
of Title 35, United States Code, subject to the usual 
and regular statutory judicial review of the correct- 
ness of that determination under the provisions of 
Title 35, United States Code § 145; and 
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ce. such other and further relief as to the Court 
may seem proper. 
/s/ Clarence M. Fisher 
CLARENCE M. FISHER, 
944 Pennsylvania Building, 
Washington 4, D.C. 
Attorney for Plaintiff 


Of Counsel: 


PENNIE, EDMONDS, MorRTON, 
BARROWS AND TAYLOR, 

247 Park Avenue, 

New York 17, N. Y. 


Filed Nov. 28, 1959 Harry M. Hull, Clerk 


* * * * 


MOTION FOR PRELIMINARY INJUNCTION 


Plaintiff moves the Court for entry of a prelimi- 
nary injunction order in the form annexed, upon the 
showing made in the Affidavit of Eugene Wainer filed 
herewith verifying the allegations of the Complaint 
herein, it clearly appearing therefrom that unless 
such injunction be ordered plaintiff may suffer irrep- 
arable injury. 


/s/ Clarence M. Fisher 
Attorney for Plaintiff 


Service of a copy of this Motion is hereby acknowl]- 
edged. 
/3s/ C. W. Moore 
Attorney for Defendants 
November 23, 1959. , 
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Filed Dec. 7, 1959 Harry M. Hull, Clerk 


* * * * 


MOTION TO DISMISS 


Now come the defendants, Frederick H. Mueller, 
Secretary of Commerce, and Robert C. Watson, Com- 
missioner of Patents, and move that the complaint 
in the above-identified Civil Action be dismissed on 
the following grounds: 


I. The complaint fails to state a claim against de- 
fendants upon which relief can be granted. 


II. The Court lacks jurisdiction due to the absence 
of an indispensable party. 


An oral hearing is requested. 
Respectfully submitted, 


/s/ C. W. Moore 
Solicitor, U.S. Patent Office, 
Attorney for defendants 


x * * 


15 
POINTS AND AUTHORITIES 


* * * * 


16. Assuming the existence and pendency of “the 
Norton application,” to which reference is made in 
the complaint, the owner of any such application is 
an indispensable party to any court action seeking 
to enjoin the issuance of a patent on such application. 
The owner of any such application has “an interest 
in the controversy of such a nature that a final de- 
cree cannot be made without affecting that interest.” 


Flynn et al. v. Brooks, 70 App. D.C. 248, 244, 
105 F.2d 766 


Filed Dec. 23, 1959 Harry M. Hull, Clerk 


* * * * 


ORDER 


Upon hearing on plaintiff’s motion for a prelimi- 
nary injunction, it is this 23rd day of December, 
1959 


ORDERED that the motion for preliminary injunction 
be, and the same is hereby denied. 


/s/ R. B. Keech 
Judge 
December 238, 1959 
Approved as to Form 


/s/ Clarence M. Fisher 
Attorney for Plaintiff 
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Filed Dec. 23, 1959 Harry M. Hull, Clerk 


* * * * 


FINDINGS OF FACT 


1. Plaintiff brings a motion to enjoin the defend- 
ants, until entry of final judgment herein, from issu- 
ing a patent “on any application purporting to be en- 
titled to the benefit of the filing date of any such ap- 
plication which contains any claim which is the same 
as, or for the same or substantially the same subject 
matter as,” the count in an interference proceeding 
in the Patent Office, Interference No. 88,045. In the 
complaint, it is asserted that plaintiff became as- 
signee of the entire interest in an application for 
patent, Serial No. 320,345, by Eugene Wainer, that 
the said application was involved in interference No. 
88,045 with the application of another, that the 
plaintiff’s application was stricken from Patent Office 
files by the defendant Commissioner of Patents, and 
that the said interference was thereupon dissolved. 
By its prayers for relief, plaintiff seeks (1) to enjoin 
the defendants from issuing any patent on the oppos- 
ing party’s application in the interference until the 
question of priority is decided and (2) an order di- 
recting the defendants to restore its application to 
Patent Office files. 

2. Any right of the plaintiff to contest priority of 
an invention claimed in its stricken application would 
not be impaired by the issuance of a patent claiming 
that invention to another during the pendency of 
this civil action. 
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8. If the striking of plaintiff’s application from 
Patent Office files were vacated, plaintiff could then 
contest priority of invention with any patent of an- 
other which is granted during the pendency of this 
civil action. 

4. Plaintiff has not demonstrated that it will suf- 
fer irreparable injury if final judgment in this civil 
action is not reached until more than one year after 
issuance of a patent to another claiming the inven- 
tion claimed in its stricken application. 

5. Plaintiff will not suffer irreparable injury if 
the preliminary injunction not be granted. 

6. It has not been demonstrated by plaintiff that 
it is reasonably probable that plaintiff will prevail in 
this civil action. 


CONCLUSIONS OF LAW 


1. The grant of a preliminary injunction is never 
to be indulged in except in a clear case demanding it. 

2. Unless it is reasonably probable that one seek- 
ing a preliminary injunction will prevail in his suit, 
preliminary injunctive relief is not in order. 

3. In the absence of a showing that one who seeks 
a preliminary injunction will otherwise suffer ir- 
reparable injury, the motion for preliminary injunc- 
tion should be denied. 

4, Plaintiff’s motion for a preliminary injunction 
should be denied. 


R. B. KEECH 
Judge 


December 23, 1959 
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Filed Jan. 15, 1960 Harry M. Hull, Clerk 


ORDER 


This cause having come on for hearing on defend- 
ants’ motion to dismiss the complaint, it is this 15th 
day of January, 1960 


ORDERED that the motion to dismiss be, and the 
same is hereby denied. Defendants may have 20 days 
from this date to answer. 


JosEPH C. MCGARRAGHY 
Judge 


January 15, 1960 


Approved as to Form 


CLARENCE M. FISHER 
Attorney for Plaintiff 
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Filed Feb. 4, 1960 Harry M. Hull, Clerk 


* * * * 


ANSWER TO THE COMPLAINT 


To the Honorable the Judges of the United States 
District Court for the District of Columbia 


l. Defendants admit that plaintiff seeks manda- 
tory and prohibitory injunctive relief, in this civil 
action, but defendants deny that the action has a 
proper basis in fact or law. 

2. Defendants admit the allegations of this para- 
graph of the complaint. 

3. Defendants admit the allegations of paragraphs 
3(a) and 3(b) of the complaint, except as to the alle- 
gation that defendant, Frederick H. Mueller is 
charged by 35 USC 6 with supervision of the Com- 
missioner of Patents, which allegation they deny. 

4, 5. Defendants assert that they are without 
knowledge or information sufficient to form a belief 
as to the truth of the allegations of these paragraphs 
of the complaint. 

6, 7. Defendants deny the allegations of these para- 
graphs of the complaint. 

8. Defendants assert that they are without know]- 
edge or information sufficient to form a belief as to 
the allegations in this paragraph that Eugene Wainer 
was Director of Research of plaintiff’s parent cor- 
poration, Horizons, Incorporated; that he executed a 
certain single signature petition oath and power of 
attorney form which was then attached to certain 
pages of description and claims the whole constitut- 
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ing a draft of a patent application to be filed in the 
United States Patent Office; and that Annex “A” is 
a true copy of said draft. 

9. Defendants assert that they are without knowl- 
edge or information sufficient to form a belief as to 
the truth of all the allegations of this paragraph of 
the complaint. 

10. Defendants admit that an application for pat- 
ent was filed in the United States Patent Office on 
November 13, 1952 in the name of Eugene Wainer as 
alleged in this paragraph of the complaint, and that 
said application was given Serial No. 320,345, but 
defendants assert that they are without knowledge 
or information sufficient to form a belief as to the 
truth of the other allegations of this paragraph of 
the complaint. 

11, 12, 18. Defendants admit the allegations of 
these paragraphs of the complaint. 

14. Defendants admit the allegations of this para- 
graph of the complaint, except that which asserts 
that “the Norton application” involved in Interfer- 
ence No. 88,045 is owned by Norton Company, a 
Massachusetts Corporation having a place of busi- 
ness at Worchester, Massachusetts, as to which, de- 
fendants assert that they are without knowledge or 
information sufficient to form a belief as to the truth 
of that allegation. 

15. Defendants assert that they are without knowl- 
edge or information sufficient to form a belief as to 
the truth of the allegations that the circumstances 
surrounding the execution and filing of the applica- 
tion referred to in paragraphs 8, 9 and 10 herein- 
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above, or that those circumstances were made of rec- 
ord in Interference No. 88,045 by plaintiff through 
testimony made at plaintiff’s request. 

16. Defendants admit the allegation of this para- 
graph of the complaint. 

17. Defendants admit the allegations of this para- 
graph of the complaint, except that which alleges 
that the taking of the testimony-in-chief on behalf of 
the Horizons application in Interference No. 88,045 
established prima facie priority of invention in the 
Horizons application over any date claimed for the 
Norton application in its preliminary statement, 
which allegation defendants deny. 

18. Defendants admit the allegations of this para- 
graph of the complaint, except that which indicate 
that the “Petition to the Commissioner” was filed by 
the attorney for Norton Company, as to this allega- 
tion defendants assert that they are without knowl- 
edge or information sufficient to form a belief as to 
the truth thereof. 

19, 20. Defendants admit the allegations of these 
paragraphs of the complaint. 

21. Defendants admit that the Commissioner ren- 
dered a decision on March 25, 1959 denying plain- 
tiff’s petition, and granting the petition to strike but 
defendants deny that said petition sought regular 
treatment of the case. Further defendants assert 
that they are without knowledge or information suf- 
ficient to form a belief as to the truth of the allega- 
tions that the examiner did not consider the merits 
of the evidence of priority of invention in support 
of plaintiff’s application made in the interference. 
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22. Defendants deny the allegation of this para- 
graph of the complaint asserting wrongful invalida- 
tion of plaintiff’s application, and asserts that de- 
fendants are without knowledge or information suf- 
ficient to form a belief as to the truth of the allega- 
tion that an independent refiling would be ineffective 
by application of 35 USC 102(b). 

23. Defendants admit the allegations of this para- 
graph of the complaint. 

24. Defendants admit that plaintifi’s petition for 
reconsideration mentioned in paragraph 23 was de- 
nied on the date alleged, but denies that the peti- 
tion to suspend further proceedings in the Norton 
application was denied. Defendants assert that said 
petition was dismissed. 

25. Defendants admit the allegations of this para- 
graph of the complaint. 

26. Defendants deny the allegations of this para- 
graph of the complaint. 

27. Defendants assert that they are without knowl- 
edge or information sufficient to form a belief as to 
the truth of the allegations as to the scope of au- 
thority conferred on Wainer’s attorney or as to 
whether the differences were actually suggested by 
Wainer, or that the preliminary statement in Inter- 
ference No. 88,045 confirms such statements. Fur- 
ther, defendants deny that these difference are of 
minor character as alleged. 

28. Defendants deny the allegations of this para- 
graph of the complaint. 

29, 30, 31. Defendants deny the allegations of 
these paragraphs of the complaint. 
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32. Defendants assert that they are without knowl- 
edge or information sufficient to form a belief as to 
the truth of the allegations of irreparable injury to 
plaintiff. 


FURTHER ANSWERING, defendants assert that 
plaintiff is not entitled to an injunction enjoining de- 
fendants from issuing a patent to another on the 
subject matter of Interference No. 88,045 because 
The Court has no jurisdiction to restrain the Com- 
missioner in the grant of a patent. Plaintiff would 
not, by the issuance of such patent, suffer any sub- 
stantial irreparable injury. Such injunctive relief is 
otherwise lacking in basis in law, since the law vests 
in the Commissioner authority to issue all such pat- 
ents as he deems proper to issue. (35 USC 131) De- 
fendants further assert that plaintiff is not entitled 
to an injunction directing defendants to restore 
stricken application Serial No. 320,345 to pending 
status in the Patent Office for the reasons given in 
the decision of the Commissioner striking that ap- 
plication from Patent Office files and in the Com- 
missioner’s decisions on reconsideration of that de- 
cision. Profert of copies of the Commissioner’s de- 
cisions is hereby made. 


Respectfully submitted, 


/s/ 8. W. Moore 
Solicitor, U. S. Patent Office, 
Attorney for defendants. 
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Filed Oct. 10, 1960 Harry M. Hull, Clerk 


* * * = 


INTERROGATORIES 


Now comes plaintiff and demands, pursuant to the 
provisions of Rule 33, F.R.Civ.P., that the defend- 
ants, through duly authorized representatives if they 
desire, shall answer the following numbered interrog- 
atories separately and fully over the signature of the 
person or persons making answer who shall state 
under oath that the answers given furnish such in- 
formation as is available to the defendants: 


1. Is the application of Ervin and Ueltz which was 
involved in Interference No. 88,045 (hereinafter 
called “the Norton application”) still pending? 

9. If the answer to 1 is affirmative, does the Nor- 
ton application now contain any claim which would 
necessarily be infringed by practicing the invention 
defined in the count of said Interference No. 88,045? 

3. If the answer to 2 is affirmative, are any such 
claims allowed? 

4, If answer to 3 is affirmative, when were they 
allowed? 

5. If answer to 3 is affirmative, does the Norton 
application contain any rejected claims not cancelled? 

6. If the answer to 5 is negative, has the final fee 
been paid? 

7. If the answer to 6 is affirmative, when was that 
fee paid? 

8. Does the file of the Norton application contain 
any reference to the instant civil action? 


25 


9. If the answer to 8 is affirmative, state the text 
of each such reference? 

10. If the answer to 5 is affirmative, is the rejec- 
tion final? 

11. If the answer to 5 is affirmative, when was the 
rejection made? 

12. Is there any appeal proceeding of any sort 
pending in connection with the Norton application? 

13. Has any continuation or continuation-in-part | 
or division of the Norton application been filed? 

14. If the answer to 13 is affirmative, identify 
each such continuation or continuation-in-part or di- 
vision and, as to each, give the information perti- 
nent to it requested for the parent Norton application 
by questions 1 to 14, inclusive. 


/s/ Clarence M. Fisher 
CLARENCE M. FISHER 
944 Pennsylvania Building 
Washington 4, D. C. 
Attorney for Plaintiff. 


* * 
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Filed Oct. 14, 1960 Harry M. Hull, Clerk 


* * * * 


OPPOSITION TO INTERROGATORIES 


Now come the defendants, Frederick H. Mueller, 
Secretary of Commerce, and Robert C. Watson, Com- 
missioner of Patents, and in accordance with the pro- 
visions of Rule 33 of the Federal Rules of Civil Pro- 
cedure, object to the Interrogatories served by the 
plaintiff October 10, 1960, for the reasons set forth 
in the accompanying Points and Authorities. 

A hearing on these objections is requested at the 
earliest practicable time. 


Respectfully submitted, 


/s/ C. W. Moore 
Solicitor, U. S. Patent Office, 
Attorney for defendants 


October 14, 1960 
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POINTS AND AUTHORITIES 


1. Interrogatory 1 asks whether an identified ap- 
plication for patent is still pending. Interrogatories 
2 to 7 and 10 to 12 are based on the assumption that 
such application is pending. Interrogatories 8 and 9 
ask for information about the file of such application. 
Interrogatories 18 and 14 relate to continuations, 
continuations-in-part, or divisions of such applica- 
tion. Plaintiff does not suggest, in support of its 
Interrogatories, that any of the applications inquired 
about have issued as patents. 

Defendants are precluded by statute from giving 
information concerning applications for patent with- 
out authority of the applicant or owner. Section 122 
of Title 35 of the United States Code provides: 


Applications for patents shall be kept in con- 
fidence by the Patent Office and no information 
concerning the same given without authority of 
the applicant or owner unless necessary to carry 
out the provisions of any Act of Congress or in 
such special circumstances as may be determined 
by the Commissioner. 


As indicated hereinafter, the owner of the applica- 
tion for patent which was in Interference No. 88,045 
with the Wainer application involved in this proceed- 
ing, rather than consenting to furnishing informa- 
tion about that application, has vigorously opposed 
affording it. No Act of Congress would appear to 
call in this instance for breach of the confidence in 
which applications are kept, nor has the defendant 
Commissioner determined that special circumstances 
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justify such breach. Defendants are, thus, precluded 
by statute from answering any of the interrogatories. 


35 U.S.C. 122 


Rule 14 of the Rules of Practice of the United 
States Patent Office in Patent Cases (37 C.F.R. 
1.14) 

2. Only one ultimate and dispositive issue is in- 
volved in this proceeding, whether the defendant Com- 
missioner abused his discretion in striking the Wainer 
application from Patent Office files. Information con- 
cerning an application or applications of plaintiff’s 
former opponent in Interference No. 88,045, as sought 
by the interrogatories, could have no possible bear- 
ing on that issue, nor is such information calculated 
to lead to relevant evidence. Such immaterial and 
fruitless interrogatories have been uniformly held 
not to be proper. 


* al Ld = 


3. The interrogatories seek information which has 
already been refused to plaintiff by the United States 
District Court for the District of Massachusetts. On 
July 8, 1960, plaintiff caused the issuance of sub- 
poenas, shown in attached photocopies marked Ex- 
hibit A and Exhibit B, commanding the appearance 
at a specified day and place of the President, or such 
other officer or responsible employee as he might ap- 
point, of Norton Company, Worcester, Massachusetts 
and of Herbert F. G. Ueltz of that company for the 
taking of depositions in this proceeding. Those sub- 
poenaed were to bring with them a copy of the ap- 
plication of Ervin and Ueltz formerly involved in 
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Interference No. 88,045, together with copies of cor- 
respondence with the Patent Office concerning that 
application dated after the dissolution of the inter- 
ference, and copies of all papers relating to the own- 
ership of the application. Norton Company there- 
upon filed Motion to Quash Subpoenas Or For Pro- 
tective Order To Prevent Disclosure Of Trade Sec- 
rets OR In The Alternative For An Order To Stay 
The Taking Of Depositions And Production Of Docu- 
ments, a photocopy of which is attached as Exhibit C. 
Said motion was supported by an affidavit by Fair- 
man C. Cowan, Assistant Secretary of Norton Com- 
pany, a photocopy of which is attached as Exhibit D, 
asserting that the documents named in the subpoenas 
relate to trade secrets, secret processes, developments, 
research, and inventions of Norton Company which 
are confidential, and that release of the information 
in those documents would be detrimental to the com- 
petitive position of Norton Company. In a Supple- 
mental Memorandum In Support of Subpoenas, a 
photocopy of which is attached as Exhibit E, plaintiff 
listed on pages 3 and 4 thereof the topics which it 
proposed to inquire into. The topics identified by the 
numbers 1 to 18 under “B. Present status of the ap- 
plication” give rise to questions which seek, respec- 
tively, exactly the same information as Interroga- 
tories 2 to 14. On September 13, 1960, the subpoenas 
were ordered quashed, a photocopy of notice of that 
order being attached as Exhibit F. 
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Plaintiff, thus, seeks by its interrogatories directed 
to the defendants information which has been denied 
to it when sought from Norton Company. 


Respectfully submitted, 
/s/ C. W. Moore 


Solicitor, U. S. Patent Office, 
Attorney for defendants 


October 14, 1960 
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EXHIBIT A 
Deposition Subpoena to Testify or Produce 
Documents or Things 


UNITED STATES DISTRICT COURT 
FOR THE 
DISTRICT OF MASSACHUSETTS 


Jul 8 10:22 AM ’60 
Dist. of Mass. 


Marshal’s Civil No. 14547 


Civil Action File No. 60-53-EBD 
(Mass. Dist.) 


Civil Action No. 3079-59 
Dist. of Columbia 


- Horizons TITANIUM CORPORATION, PLAINTIFF 


Vs. 


FREDERICK H. MUELLER, Secretary of Commerce and 
Rosert C. WATSON, Comm’r of Patents, DEFENDANTS 


To President, or such other officer or responsible 
employee as he may appoint 


Norton Company 
Worcester, Mass. 


You ARE COMMANDED to appear at the Hotel 
Bancroft, in the city of Worcester, Mass. on the 27th 
day July, 1960, at ten o’clock A.M. to testify on be- 
half of Plaintiff at the taking of a deposition in the 
above entitled action pending in the United States 
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District Court for the District of Columbia, CA 
3079-59 and bring with you’ 


1. a copy of the application which was involved in 
Interference No. 88,045, together with copies of all 
correspondence with the United States Patent Office 
concerning said application dated after March 25, 
1959. 

2. copies of all papers relating to the ownership of 
the aforesaid application. 


JOHN A. CANAVAN 
Clerk 


By /s/ signature illegible 
Deputy Clerk 


Dated July 8, 1960. 


/s/ Herbert P. Kenway 
Attorney for Plaintiff 


Address—24 School St., Boston 8, Mass. 


‘Strike the words “and bring with you” unless the sub- 
poena is to require the production of documents or tangible 
things, in which case the documents and things should be 
designated in the blank space provided for that purpose. 


* * * * 
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EXHIBIT B 


Deposition Subpoena to Testify or Produce 
Documents or Things 


UNITED STATES DISTRICT COURT 
FOR THE 
DISTRICT OF MASSACHUSETTS 


Office of U.S. Marshal 
Jul 8 10:22 AM ’60 
Dist. of Mass. 


Marshal’s Civil No. 14547 
No. 60-53-EBD 
(Mass. Dist.) 
Civil Action File No. 3079-59 
Dist. of Columbia 
HOoRIZONS TITANIUM CORPORATION, PLAINTIFF 
vs. 
FREDERICK H. MUELLER, Secretary of Commerce and 
RoBert C. WATSON, Comm’r of Patents, DEFENDANTS 


To Herbert F. G. Ueltz 
c/o Norton Company 
Worcester, Mass. 


You ARE COMMANDED to appear at the Hotel 
Bancroft, in the city of Worcester, Mass. on the 27th 
day July, 1960, at ten o’clock A.M. to testify on be- 
half of Plaintiff at the taking of a deposition in the 
above entitled action pending in the United States 
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District Court for the District of Columbia, No. 
3079-59 and bring with you’ 


1. a copy of the application which was involved in 
Interference No. 88,045, together with copies of all 
correspondence with the United States Patent Office 
concerning said application dated after March 25, 
1959. 

2. copies of all papers relating to the ownership of 
the aforesaid application. 


JOHN A. CANAVAN 
Clerk 


By /s/ signature illegible 
Deputy Clerk 


Dated July 8, 1960. 


/s/ Herbert P. Kenway 
Attorney for Plaintiff 


Address—24 School St., Boston 8, Mass. 


‘Strike the words “and bring with you” unless the sub- 
poena is to require the production of documents or tangible 
things, in which case the documents and things should be 
designated in the blank space provided for that purpose. 


* * * = 
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EXHIBIT C 


IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF MASSACHUSETTS 


Civil Action No. 60-53-EBD 
(Mass. Dist.) 


Civil Action No. 3079-59 
(Dist. of Columbia) 


Horizons TITANIUM CORPORATION, PLAINTIFF, 
Vv. 


FREDERICK H. MUELLER, 
Secretary of Commerce, 
and 
RoBERT C. WATSON, 
Commissioner of Patents, DEFENDANTS. 


MOTION TO QUASH SUBPOENAS OR FOR 

PROTECTIVE ORDER TO PREVENT DISCLO- 

SURE OF TRADE SECRETS OR IN THE 

ALTERNATIVE FOR AN ORDER TO STAY THE 

TAKING OF DEPOSITIONS AND PRODUCTION 
OF DOCUMENTS 


Norton Company, appearing specially through its 
counsel, moves this Court, for the reasons set forth 
in the attached Points and Authorities and pursuant 
to the provisions of Rule 26(b), as well as Rules 
30(b), 45(b) (1), and 45(d) (1) of the Federal Rules 
of Civil Procedure, for an Order: 
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(1) To quash the subpoenas issued by the United 
States District Court for the District of Massachu- 
setts on July 8, 1960, and served by plaintiff, Hori- 
zons Titanium Corporation, ordering the production 
of certain named documents and appearance of the 
President of Norton Company, or such other officer 
or responsible employee as he may appoint, as well 
as the appearance of Herbert F. G. Ueltz for the pur- 
pose of oral deposition. 


OR 


(2) To exclude any inquiry or discovery regard- 
ing secret processes, developments and research of 
Norton Company relating to the Norton application 
formerly involved in Interference No. 88,045, now 
dissolved and referred to in the aforementioned sub- 
poenas. 

OR 


(3) To stay the taking of the deposition of the 
President of Norton Company, or such other officer 
or responsible employee as he may appoint, referred 
to in the subpoenas served by plaintiff and dated 
July 8, 1960, as well as the taking of the deposition 
of Herbert F. G. Ueltz of Norton Company, referred 
to in the subpoena served by plaintiff and dated July 
8, 1960, pending a final determination by the United 
States District Court for the District of Columbia of 
Civil Action No. 3079-59. 
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AND 


(4) To stay the taking of depositions and produc- 
tion of documents required by the aforementioned 
subpoenas pending determination of this Motion. 


Respectfully submitted, 


/s/ Allan R. Redrow 
Attorney for Norton Company 
1 New Bond Street 
Worcester 6, Mass. 


Dated: July 22, 1960 
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EXHIBIT E 


Solicitor Sep 15 1960 U.S. Patent Office 
16395.1 


IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF MASSACHUSETTS 


Civil Action No. 60-53-EBD 


In the Matter of SUBPOENAS 
Issued July 8, 1960 


to 


PRESIDENT, NORTON COMPANY 
and 
HERBERT F. G. UELTZ 


Said subpoenas command said President (or 
such other officer or responsible employee as he 
may appoint) and said Ueltz to appear, bring 
with them certain documents, and testify on be- 
half of Plaintiff in Civil Action No. 3079-59, 
now pending in the United States District Court 
for the District of Columbia, entitled Horizons 
Titanium Corporation, Plaintiff v. Frederick H. 
Mueller, Secretary of Commerce, and Robert C. 
Watson, Commissioner of Patents, Defendants. 


SUPPLEMENTAL MEMORANDUM IN 
SUPPORT OF SUBPOENAS 


The concept of a “trade secret” is a well established 
one in law and it is not to be supposed that the 
learned authors of the Federal Rules of Civil Proce- 
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dure used these words other than as a term of art. 
What “trade secret” means is set forth in Restate- 
ment, Torts, Section 757. 

While the subject matter of a pending patent ap- 
plication may be, and often is, a trade secret, it ceases 
to be such, obviously, when a patent issues because a 
trade secret must invariably be secret. In applying 
for a patent, the proprietor of a technical innovation 
disclosed in the specification is making an election 
between the statutory protection to be afforded by 
the patent and the common law protection available 
if he keeps it secret. It is an election that becomes 
final when the patenting process results in the divulg- 
ing of the secret to persons not in confidential rela- 
tionship with the proprietor. Norton Company had 
the option to maintain the contents of the subject 
application as a trade secret when the interference 
was declared by abandoning the contest without dis- 
closing the application to Horizons. It did not avail 
itself of this option and as a consequence any trade 
secret status for the contents of the application was 
as irretrievably lost as it would have been had the 
results been in a published patent. See Utah Radio 
Products Co. v. Delco Appliance Corp., 19 F.Supp. 
148, 145 (W.D. N.Y. 1937). 

A patent application is not per se a trade secret. 
Its sole claim to be regarded as a “privileged” docu- 
ment per se stems from 35 U.S.C. § 122 which pro- 
vides: 

“§ 122. Confidential status of applications 


“Applications for patents shall be kept in con- 
fidence by the Patent Office and no information 
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concerning the same given without authority of 
: the applicant or owner unless necessary to carry 
' out the provisions of any Act of Congress or in 
such special cireumstances as may be determined 
by the Commissioner.” 


It will be observed that the single sentence of this 
Section operates merely to impose a limited obliga- 
tion upon the Patent Office to maintain patent appli- 
cations in secrecy subject to being divulged without 
the consent of the applicant even by the Patent Office 
“where special circumstances” exist. Quite clearly, 
35 U.S.C. § 122 creates no general privilege for pat- 
ent applications and imposes no limitation on the 
authority of this Court to order them to be divulged. 
Patent applications are a proper subject of subpoena 
duces tecwm. See Edison Electric L. Co. v. United 
States Electric L. Co., 44 Fed. 294, 298-99 (C.C., S.D. 
N.Y. 1890); Carlson v. Matthysse, 15 F.R.D. 50, 52 
(S.D. N.Y. 1953). 

Horizons, for the convenience of Court and of coun- 
sel for the witnesses under subpoena, hereafter out- 
lines the topics it expects to enquire into. 

A. Title, legal and equitable, to the subject appli- 
cation. 

B. Present status of the application: 


1. Does it contain now any claims which would 
necessarily be infringed by practicing the in- 
vention defined in the interference count? 

2. If the answer 1 is affirmative, are any such 
claims allowed? 

3. If the answer to 2 is affirmative, when were 
they allowed? 
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4. If the answer to 2 is affirmative, does the 
application contain any rejected claims not can- 
celled? 

5. If the answer to 4 is negative, has the final 
fee been paid? 

6. If the answer to 5 is affirmative, when was 
that fee paid? 

7. Has the Patent Office made any reference to 
the underlying District of Columbia civil ac- 
tion? 

8. If the answer to 7 is affirmative, read each 
such reference in full? 

9. If the answer to 4 is affirmative, is the re- 
jection “final”? 

10. If the answer to 4 is affirmative, when was 
the rejection made? 

11. Is there any appeal proceeding of any sort 
pending? 

12. Has any continuation or division of the 
application been filed? 


13. If the answer to 12 is affirmative, identify 
each continuation or division and as to each 
repeat the questioning 1-13. 


From the foregoing, it can be seen that no threat 
to Norton research secrets is concealed in Horizons 
purpose and nothing recognized as a “trade secret” 
will be inquired into. The duty to testify—to bear 
witness as needed—which we all have cannot be 
shirked merely because matters to be examined are 
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customarily kept confidential and Norton would 
“rather” not depart from custom. It is, after all, 
to be borne in mind that Horizons is only seeking to 
have a full and open determination of whether it or 
Norton is the first inventor of certain common sub- 
ject matter. This court should not aid Norton to 
block such an investigation, and thus indirectly sanc- 
tion the issue to Norton of what may be shown by 
that investigation would be an invalid patent. 


HERBERT P. KENWAY 

Attorney for Horizons 
Titanium Corporation 

24 School Street 

Boston 8, Mass. 


Service acknowledged September 7, 1960. 


/s/ James E. Mrose 
JAMES E. MROSE 
Attorney for Norton Company 
24 School Street 
Boston 8, Mass. 
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EXHIBIT F 


Solicitor Sep 16 1960 U.S. Patent Office 
Notice of Motion of Subpoenas 


UNITED STATES DISTRICT COURT 
FOR THE 
DISTRICT OF MASSACHUSETTS 


No, 60-53-F E BD. 


HorIZONS TITANIUM CORP., 
Vv. 


FREDERICK H. MUELLER, ET AL. 


Take NOorIcE that in the above entitled at action 
Judge Ford has this Day September 13, 1960, made 


the following endorsement, on Motion to quash sub- 
poenas, or for protective order to prevent disclosure 
of trade secrets or in alternative for an order to stay 
the taking of depositions and production of docu- 
ments: 

“Sept. 13 ’60 It is ordered that the subpoenas 
to take depositions issued on July 8, 1960, and 
served by plaintiff on Norton Co., et al., be 
quashed” /s/ Forb, J.” 

JOHN A. CANAVAN 
Clerk. 

By 
Deputy Clerk. 


Date—Sept. 18, 1960 
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To Robert L. Thompson, Esq., 24 School St., Boston, 
Mass., Allen R. Redrow, Esq., 1 New Bond St., 
Worcester, Mass., Herbert P. Kenway, Esq., 24 
School St., Boston, Mass. C. W. Moore, Esq., 
U.S. Patent Office, Wash. D.C. Clarence M. 
Fisher, Esq., 944 Penn. Ave., Wash. D.C. 


45 
Filed Feb. 3, 1961 Harry M. Hull, Clerk 


UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


Civil Action No. 3079-59 


HORIZONS TITANIUM CORPORATION, PLAINTIFF, 
Vs. 
FREDERICK H. MUELLER, 
Secretary of Commerce, 
and 


RoBERT C. WATSON, 
Commissioner of Patents, DEFENDANTS 


Washington, D. C. 
December 12, 1960. 


The above-captioned cause came on for hearing of 
motion before the HONORABLE CHARLES F, McLAUGH- 
LIN, Judge, United States District Court for the Dis- 
trict of Columbia. 


APPEARANCES: 
On behalf of the Plaintiff : 
W. Brown Mormon, JR., Esq. 


On behalf of the Defendants: 


C. W. Moore, Esq. 
Solicitor, Patent Office. 
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To. Robert L. Thompson, Esq., 24 School St., Boston, 
Mass., Allen R. Redrow, Esq., 1 New Bond St., 
Worcester, Mass., Herbert P. Kenway, Esq., 24 
School St., Boston, Mass., C. W. Moore, Esq, 
U.S. Patent Office, Wash. D.C. Clarence M. 
Fisher, Esq., 944 Penn. Ave., Wash. D.C. 


45 
Filed Feb. 3, 1961 Harry M. Hull, Clerk 


UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


Civil Action No. 3079-59 


HorizoNs TITANIUM CORPORATION, PLAINTIFF, 
vs. 


FREDERICK H. MUELLER, 
Secretary of Commerce, 
and 


ROBERT C. WATSON, 
Commissioner of Patents, DEFENDANTS 


Washington, D. C. 
December 12, 1960. 


The above-captioned cause came on for hearing of 
motion before the HONORABLE CHARLES F. MCLAUGH- 
LIN, Judge, United States District Court for the Dis- 
trict of Columbia. 

APPEARANCES: 

On behalf of the Plaintiff : 


W. BRowN MorTON, JR., Esq. 


On behalf of the Defendants: 


C. W. Moors, Esq. 
Solicitor, Patent Office. 
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PROCEEDINGS 


Tur DEPUTY CLERK: Number 24, Horizons Titani- 
um vs. Mueller, et al. 

THE Court: Counsel may proceed. 

Counsel for the plaintiff has given as his estimate 
ten minutes and counsel for the respondent will be 
given an equal amount of time. 

Mr. Moore: If the Court please, I am Clarence W. 
Moore, Solicitor, United States Patent Office. 

Your Honor, I am here this morning in opposition 
to interrogatories propounded by the plaintiff of the 
Commissioner of Patents, one of the defendants in 
this case, the other defendant being a formal defend- 
ant, the Secretary of Commerce, Frederick H. 
Mueller. 

I might give some background here to furnish the 
basis of understanding of our opposition. This civil 
action is a sequel to but is not a continuation of pro- 
ceedings in the Patent Office. The suit here is in the 
nature of a suit for mandamus. 

THE CourT: Just a moment. Before you start will 
you state what particular interrogatories are involved 
in this matter? 

Mr. Moore: Each and every interrogatory, your 
Honor. There is a general objection that goes to 
every one of them. 

THE CourT: All right, proceed. 

Mr. Moore: The Commissioner of Patents, mean- 
ing in this case the First Assistant Commissioner of 
Patents, has stricken an application owned by the 
plaintiff, has stricken that application from the files 
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of the Patent Office. The basis of striking is that 
there was material alteration in the application sub- 
sequent to its execution by the applicant for a patent. 
There is provision in the rules of practice of the 
Patent Office for such striking. It is Rule 56 of the 
Rules of Practice of the United States Patent Office 
in patent cases, which is repeated at 37 CFR 1.56. 

In view of the seriousness of this matter of strik- 
ing the application for material alterations, that au- 
thority is exercised exclusively by the Commissioner 
and not by subordinate tribunals of the Patent Office. 

In this decision striking the application and as a 
consequence of the rulings in the decision, the inter- 
ference in which the plaintiff’s application was in- 
volved was dissolved. That interference is identified 
in the complaint as Interference 88045. 

The record here, and I mean by that specifically 
the complaint, shows that the application of plaintiff, 
an application in the name of one Wainer, was in the 
interference with an application of Ervin, et al. That 
Ervin, et al, application is owned by the Norton Com- 
pany and is identified in the complaint as the Norton 
Company Application. 

Your Honor has had before you, I know, interfer- 
ences under review from the Patent Office so you 
know the nature of an interference. It is, of course, 
a proceeding to determine priority of invention. An 
interference may involve an application of one, an 
application of another; it may involve a patent of 
one, and an application of another. 

This case, as I have indicated, involved two appli- 
cations. One application, plaintiff’s application, was 


48 


stricken, the interference was dissolved. It did not go 
to a determination of priority as cases, I believe, that 
have come before your Honor did where there was 
review under Section 146 of Title 35. 

Now, the plaintiff here charges in its complaint 
that there was an abuse of discretion by the Commis- 
sioner of Patents in striking that application. 

If this Court should at a subsequent time find that 
there was such abuse of discretion, the case would 
be returned to the Patent Office. There would pre- 
sumably be a reinstatement of this Interference 
88045 which was dissolved, but that interference 
could be with an application of Ervin, et al, if there 
is such an application pending, or it could be an 
interference with the patent if a patent had been 
granted under that application. 

Now, our position broadly is that the plaintiff is 
not entitled to know whether there is or is not now 
pending that Ervin application before the Patent 
Office. Whether or not a patent has been issued, 
that can be ascertained from the index of patents 
from an inspection of weekly issues of the official 
gazette of the Patent Office. 

THE CourT: When you say the plaintiff is not 
entitled to know, is that tantamount to a statement 
it is not entitled to call upon you? 

Mr. Moore: That is right, your Honor, not en- 
titled to call upon any official of the Patent Office 
for that information. 

Tur CourT: But your statement in that regard 
is that the information which he seeks is on file and 
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he may secure that information by means of in- 
dependent search? 

Mr. Moore: As to a patent, that is my position. 
If that patent has issued upon the application of 
Ervin, et al, that was involved in the interference— 
I mean, the plaintiff, like any member of the public, 
may obtain information of the issuance of the pat- 
ent. That is public knowledge. 

THE Court: After it is issued. 

Mr. Moore: After its issuance. But the statute, 
which follows a rule of about a hundred years pre- 
vailing, precludes the Patent Office and any employee 
from giving information about the pendency of any 
application. 

THE CourRT: You cite that statute. 

Mr. Moore: I definitely do, your Honor, Section 
122 of Title 35. And there is a rule to the same 
effect and I suggest the rule precedes the statute 
by a hundred years or so. The statute came into 
effect in 1952, but the rule of secrecy has prevailed 
in the Patent Office for, I suggest, a hundred years; 
I know by personal knowledge it prevailed for thirty- 
six, which I think would be enough under the cir- 
cumstances. 

Now, experience does indicate that the Patent 
Office cannot operate without that rule of secrecy, 
that there would be a temptation to fraud, if not 
fraud, if there were not such a rule of secrecy, and 
the Congress has recognized that there should be such 
a rule of secrecy. 

Tye CourT: Does that go to the entire group of 
interrogatories? 
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Mr. Moore: Yes, your Honor. The interroga- 
tories are generally directed to the present posture, 
and I am using the language of the plaintiff, the 
present posture of that application of Ervin, et al, 
that was in interference with the Wainer application 
owned by the plaintiff. 

THe Court: And you cite the statute in your 
points and authorities and, likewise, you cite fortify- 
ing authorities of case rulings of that interpreting 
statute? 

Mr. Moore: No, I suggest it needs no interpreta- 
tion. It is quoted on page 2 of our points and au- 
thorities and I suggest it speaks for itself. 

THE CourT: It never has been the subject of judi- 
cial determination? 

Mr. Moore: As a statute it has prevailed since 
1952. I know of no decisions citing it, interpreting 
it. 

THE Court: You know of no case whereby any 
means, legal means, judicial orders were sought to 
secure information which under this statute was 
held to be secret, or under the rule? 

Mr. Moore: Yes, your Honor, there have been 
exceptions to it. The statute recognizes that there 
may be exceptions. It provides that the information 
may be given about a pending application if theve 
is a necessity to carry out an Act of Congress. That 
would be true, for instance, with respect to the Atomic 
Energy Commission Act. We furinsh information 
about pending applications to the Atomic Energy— 

THE CourT: To appropriate agencies? 
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Mr. Moore: To appropriate agencies. 

THE Court: I am asking if there is any authority 
of an individual seeking this information, having 
been denied the information, which was sought by 
mandamus or any other means to compel the Com- 
missioner to issue the information and the Court has 
ruled upon it. You have cited some cases on page 3. 

Mr. Moore: They are not patent cases; they deal 
with the matter of relevancy. I think that my op- 
ponent will call your attention to several cases where 
courts have issued orders on the basis of a showing, 
and those orders have been recognized by the Patent 
Office. That is giving access to an application. One 
case I remember, not cited here but I think it has 
been cited in other litigations involving this case, 
an Edison application was involved in litigation and 
under an order of the Court the Patent Office gave 
access to a related, I believe, additional application. 
But they were under peculiar circumstances and 
certainly the number of cases where the Patent Office 
gives credence to an order of the Court and grants 
access to a pending application are few and far 
between. 

THE Court: Are there any involving any such 
situation as is involved here? 

Mr. Moore: I would suggest that none have come 
to my attention, your Honor. 

Perhaps if I go on from here and suggest that 
interrogatories similar to the interrogatories that 
are presented here were proposed as interrogatories 
in a deposition to be taken of an officer of the Norton 
Company, and I will have to give a little background 
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there. The interrogatories I referred to are set 
forth in a paper entitled Supplemental Memorandum 
In Support of Subpoenaes Filed in the United States 
District Court for the District of Massachusetts and 
entitled In The Matter Of Subpoenaes Issued July 
8, 1960 to President, Norton Company, and Herbert 
F. G. Ueltz, Civil Action No. 60-53-EBD. I say 
those interrogatories were set forth in that paper 
as interrogatories that would be propounded to an 
official of the Norton Company were the District 
Court of Massachusetts to permit the official to be 
interrogated. Those subpoenaes were issued. There 
was a motion brought to quash on behalf of the 
Norton Company. That motion was sustained. 

THE CourT: That was tantamount, in your opin- 
ion, to a ruling that the Court recognized the validity, 
propriety, and enforcability of the statute which 
makes these matters, prior to the issuance of a pat- 
ent, sacrosanct, you might say? 

Mr. Moore: I suggest as much, your Honor. And 
I do say this: that that order by Judge Ford is now 
a subject of an appeal to the Cireuit Court of Ap- 
peals for the First Cireuit, a matter that still re- 
mains not reviewed. The order of Judge Ford is 
attached to our objections as Exhibit F. 

THe Court: I think you have used up probably 
twice the amount of time that you put on your card. 
The Court will ask you how much more time— 

“Mr. Moore: Could I have about five minutes moze, 
your Honor? 

“Tue Court: The Court would suggest that when 
you make an estimate of your time you attempt to 
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make it accurate. Of course, the Court realizes it 
is difficult, but the question of the division of the 
work between Motions No. 1 and Motions No. 2 
is dependent upon the estimate of time set on the 
card by the attorneys. We have developed quite a 
cavalier attitude because many counsel come in, as 
counsel has in this instance, and estimate a time of 
ten minutes and proceed to argue for a much greater 
length of time. 

Mr. Moore: I must say that I did not prepare 
the motions card. My assistant was supposed to 
argue this case. He is sick today so I took over the 
matter at the last minute. 

THE CourT: The Court would make a comment as 
to that, that the Court is informed that in some offices 
the people who have very little contact with the argu- 
ment simply set down an estimated amount of time 
completely without realism and then they present to 
the Court an argument which would be of such 
length as would normally be presented to another 
court. 

I am not going to prevent you from concluding 
your argument because of the number of absences 
today, but the Court makes this comment for future 
use. 

Mr. Moore: I will abide by it, your Honor, to the 
Nth degree. I can summarize our position as to the 
rest of the opposition pretty briefly. 

Our main objection is on the basis of confidential- 
ity, that neither the plaintiff nor anyone else is en- 
titled to information as to the posture of this appli- 
eation in the Patent Office. 
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THE CourT: In other words, you are relying on 
the statute and the rule? 

Mr. Moore: That is right, your Honor. Our sug- 
gestion is that there is also a question of relevancy. 
The interrogatories would not be relevant to what 
we consider the main issue here, which is whether or 
not the Commissioner of Patents abused his discre- 
tion in striking the Wainer application. The posture 
of the opponent’s application has no relevancy to that 
issue of striking the Wainer application. 

Now, the plaintiff does suggest, in his memoran- 
dum in opposition to our objection, that there is an- 
other question, and in order to repeat that accu- 
rately I am going to quote from the points and au- 
thorities of plaintiff. Plaintiff suggests that all that 
plaintiff does is ask this Court to order the Commis- 
sioner to decide the issue of priority raised by the 
interference, first, and thereafter to grant or refuse 
plaintiff's application on any ground, including “‘im- 
proper” alteration, that then seems proper to the 
Commissioner. In other words, they are suggesting 
as that basis of opposition that there was a faulty 
procedure—which we do not admit, of course—a 
faulty procedure in the adjudication of the interfer- 
ence, that the interference should have gone to a 
determination of priority, first, and that the matter 
of striking the application for material alterations 
should have come secondly. 

Our answer to that es far as the merits are con- 
cerned, and the memorandum does touch on the 
merits. is that we were following a decision of the 
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Court of Customs and Patent Appeals; secondly, if 
there is a question of faulty procedure there, that 
faulty procedure speaks as of a time prior to the 
filing of this complaint and, if it speaks of a time 
prior to the filing of this complaint, then there is no 
need for appellant to know, with respect to any issue 
before this Court, what the present posture of the 
opponent’s application for interference is. 

So, on the issue of relevancy, the issue as to the 
abuse of discretion in striking the application, or 
alleged abuse of discretion in proceeding in the man- 
ner in which the Patent Office did, there is no rele- 
vaney to the interrogatories. 

Mr. Morton: My name is W. Brown Morton, Jr., 
and I am counsel for the plaintiff. 

Your Honor, the difficulty with the Patent Office 
position is that the complaint in this case has already 
been the subject of a motion to dismiss for failure to 
state a cause of action and that motion was denied. 
My position now is quite simple. As I understand 
the effect of a denial of a motion to dismiss, it is a 
ruling that if plaintiff is successful in proving the 
allegations of the complaint, that he will be found 
to have proved a cause of action. 

Now, it is not the allegation of the complaint and 
we are not seeking the extraordinary remedy of 
mandamus here to correct the ruling of the Patent 
Office on the merits because we don’t think that is 
the right way to do it, and what I told Judge Me- 
Garraghy at the time that he denied the motion to 
dismiss our complaint was all we wanted was this 
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Court to order the Patent Office back on the rails, 
so to speak. After all, the patent statute has pro- 
vided for many, many years for judicial review of 
the denial of a patent by the Patent Office and also 
for judicial review of a ruling in an interference 
ease. The procedure, the extraordinary procedure 
followed by the Commissioner here denies us both of 
those avenues. 

It was for that reason that Judge McGarraghy 
felt the complaint stated a cause of action. 

Now, we want to know, your Honor, in answer 
we want to know what is the posture in the Patent 
Office with respect to the application with which we 
were in interference, in order that this Court may 
enter a proper order upon the assumption, which I 
think stands as the law of the case, that our com- 
plaint states a cause of action. How is the Court 
going to grant us the relief sought if it does not 
know what the posture of the other interfering ap- 
plication is at the moment that it enters its order? 

If we have the answer to these interrogatories 
the plaintiff is ready for trial. If we don’t have the 
answer to these interrogatories we can’t prove the 
allegations of certain paragraphs of the complaint. 

My difficulty, therefore, is that I believe the Court 
has already ruled that the allegations of the com- 
plaint are relevant and I am under an obligation to 
prove those allegations. 

THe Court: Do you feel that that settles the 
question of the sanctity or the privacy of proceed- 
ings prior to the granting of a petition? 
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Mr. Morton: Yes, your Honor. May I explain. 
One of the situations in which a pending patent ap- 
plication is revealed to others than the officials of the 
Patent Office is the well-known situation of inter- 
ference, as I am sure your Honor is well aware. 
We had an interference, we knew all about this 
application up to the time when the Patent Office 
committed the acts which we say are wrong; and, 
incidentally, I now remind the Court, which, Judge 
McGarraghy said, if we could prove as we pleaded 
them, state a cause of action. 

THE Court: Did Judge McGarraghy make any 
findings? 

Mr. Morton: No, your Honor. The motion pre- 
sented to him was rather terse, to the effect that the 
complaint failed to state a cause of action and, more- 
over, that this Court lacked jurisdiction due to the 
absence of an indispensable party, namely, the owner 
of the application here sought to be discovered; and 
on both grounds Judge McGarraghy entered a simple 
order on the 15th of January that the motion to dis- 
miss be and the same is hereby denied. 

So, it stands as the law of the case that we don’t 
need the Norton Company present and that the com- 
plaint states a cause of action, as I understand the 
law. That being the case, all I am asking is by 
interrogatories an opportunity to prove—and there 
is no denying that the Patent Office knows the an- 
swers to the questions—the allegations of the com- 
plaint. 

Now, to get back to the secrecy, your Honor, since 
an interference is one of the cases in which secrecy 
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is customarily not maintained and since the statute 
itself provides that applications for patents shall be 
kept in confidence with the Patent Office and no in- 
formation concerning the same given without au- 
thority of the applicant or owner, unless necessary 
to carry out the provisions of any Act of Congress 
or in such special circumstances as may be deter- 
mined by the Commissioner. Now, Judge McGarra- 
ghy has said that our complaint states a cause of 
action. That is to say, that we are entitled, if we 
can prove it, as I understand it, to have the Com- 
missioner go ahead and execute the Act of Con- 
gress known as the Patent Act of 1952. I think 
that the Judge has already ruled that this informa- 
tion is necessary to carry out an Act of Congress. 

My difficulty is quite acute. If this Court were to 
say that it is unnecessary for me to prove those alle- 
gations and that I will stand just as well off as I 
would if I proved them, of course I would have no 
necessity for asking for this; but if the Court feels, 
and I believe it will, that the entirety of the com- 
plaint which was sustained by Judge McGarraghy 
is something I should be able to prove, then I see 
rio way out of the situation that we are entitled to 
answers to these questions. 

Tue CouRT: The Court sees your respective situ- 
ations and they are very well presented. There has 
somewhat recently been enacted, as we are all aware, 
a statute which allows an appeal from an interlocu- 
tory order, which, of course, could not have been 
taken without the authority of the statute. It re- 
quires a certification by the Court that the question 
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involved is a substantial question, and in many in- 
stances the Court has entered such an order. 

I might make this inquiry. In the opinion of coun- 
sel is this request for an interlocutory order of such 
consequence in the final disposition of this matter as 
to bring into play the provisions of the interlocutory 
appeal statute? The Court makes that comment or 
makes that inquiry because if the Court should grant 
the request for interrogatories it would seem to the 
Court, in view of the pending appeal in the Massa- 
chusetts Court, in view of the ruling of Judge Mc- 
Garraghy, and in view of the contention of the re- 
spondent to the opposition to the interrogatories it 
might be in order for the Court to certify or indicate 
its view that the matter might be made the subject 
of interlocutory appeal. Do you understand— 

Mr. Morton: Yes, I do, your Honor, and it would 
be the plaintiff’s position, if your Honor were to 
sustain the opposition to the interrogatories on the 
grounds that they were rendered improper by the 
statute, then we would ask the Court to certify that 
question because we would feel that we were handi- 
capped in the presentation of the case. If the Court 
were to rule that the answers were not required be- 
cause answers to them were irrelevant to the merits 
of the case, then we would feel that it was not 
necessary. We would go ahead and try it on the 
basis of irrelevance, prove the rest of the facts, and 
on the assumption that your Honor was correct we 
could still win because anything that we failed to 
prove would have been irrelevant and that would be 
preserved for later. So, it would depend, it seems 
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to me, on whether your Honor wishes to examine 
into the merits of the complaint and the answer and 
decide now that these answers are not required in 
order to enable us to sustain our cause of action. 
If you so rule, we go ahead and try the ease and 
just forget about this issue for the time being. 

Mr. Moore: Your Honor understands this is a 
mere matter of discovery now. The matter could be 
raised by a subpoena directed to the Commissioner 
at the time of the trial of this case. We would, of 
course, resist. 

If your Honor should be constrained to permit 
these interrogatories we feel, as a matter of policy, 
we would ask for a certification of that order so 
that we could take an immediate appeal upon the 
matter because we feel that it would be important 
to the administration in the Patent Office to have 
that determined promptly. 

THE Court: The Court is persuaded that it should 
rule that the motion of the opposition for denial of 
these interrogatories should be denied. I think there 
is sufficient showing here to justify the Court, on 
the present posture of the case, to rule that the Com- 
missioner should be required to respond. 

The Court feels that this is a question which is of 
sufficient importance and of sufficient involvement 
to justify a certification under the interlocutory ap- 
peal statute and it seems to the Court that this mat- 
ter could be disposed of by appeal at this time and 
that would, in a sense, clear the situation for the 
presentation of the matter or deny the right of 
presentation, one way or the other. 
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So, that will be the Court’s order. The Court will 
overrule the objections to the interrogatories. Coun- 
sel preparing the order, that is, counsel for the plain- 
tiff, the respondent to the objections to the inter- 
rogatories, is directed to include, according to the 
statement of counsel for the Patent Office, a certifi- 
cation by the Court of the case on appeal from the 
interlocutory order. 

Mr. Morton: Very well, your Honor. 


CERTIFICATE OF COURT REPORTER 


I certify the foregoing 19 pages constitute the 
official transcript of proceedings in the afore-cap- 
tioned cause before Judge McLaughlin on December 
12, 1960. 


/s/ Signature illegible 
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Filed Dec. 16, 1960 Harry M. Hull, Clerk 


* * * * 


ORDER 


This cause having come on for hearing on Defend- 
ants’ opposition to interrogatories served October 14, 
1960, it is this 16th day of December, 1960 


ORDERED that the opposition be, and the same is 
hereby overruled, 


And it is further CERTIFIED that the foregoing 
Order involves a controlling question of law as to 
which there is substantial ground for difference of 
opinion and an immediate appeal from said Order 
may materially advance the ultimate termination of 
this cause, 


And it is further ORDERED that proceedings in this 
cause in this Court shall be stayed for ten days from 
the entry of this Order to permit defendants to make 
application to the United States Court of Appeals 
for the District of Columbia Circuit for an appeal 
under Rule 914 of that Court, and, if such applica- 
tion be made, shall be further stayed pending final 
disposition of such application and any appeal per- 
mitted thereby. 

CHARLES F, MCLAUGHLIN 
Judge 
December 16, 1960 
Approved as to Form 


/s/ C. W. Moore 
Attorney for Defendants 
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* * * * 


NOTICE OF APPEAL 


Notice is hereby given this 27th day of December, 
1960, that Frederick H. Mueller, Secretary of Com- 
merce, and Robert C. Watson, Commissioner of Pat- 
ents, defendants above named, hereby appeal to the 
United States Court of Appeals for the District of 
Columbia Circuit, from the order of this Court, en- 
tered in this action on December 16, 1960 overrul- 
ing the defendants’ opposition to interrogatories 
served October 14, 1960. 


Respectfully submitted, 


/s/ J. Schimmel 
JOSEPH SCHIMMEL, 
Acting Solicitor, 
U. S. Patent Office, 
Attorney for Defendants 


December 27, 1960 
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Attorney for Appellants. 
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Of Counsel. For the: 2c eke 
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I 
STATEMENT OF QUESTIONS PRESENTED 


In the opinion of appellants, the questions pre- 
sented by this appeal are: 


1, Whether the order of the District Court over- 
ruling appellants’ opposition to interrogatories seek- 
ing information about a stranger’s patent applica- 
tions is a final decision within the meaning of 28 
U.S.C. 1291, where: (1) the order finally and ir- 
reparably disposes of the right of appellants to main- 
tain the patent applications in the confidence en- 
joined by 35 U.S.C. 122, (2) this right is not an 
ingredient of the cause of action and need not be 
considered with it, and (3) the refusal of direct ap- 
pellate review would tend to transfer to the District 
Court the Commissioner’s expressly conferred execu- 
tive function of determining whether special cireum- 
stances justify the release of the information concern- 
ing applications for patent. 

2. Whether the release of information regarding a 
stranger’s application for patent, its continuation 
applications, and its continuation-in-part applications 
is necessary “to carry out the provisions of any Act 
of Congress,” within the contemplation of 35 U.S.C. 
122, where the information is sought by interroga- 
tories served on defendants, the Commissioner of Pat- 
ents and the Secretary of Commerce, in a civil action 
brought by appellee to compel the restoration of its 
patent application to pending status and the redecle- 
ration of the interference between the stranger’s ap- 
plication and appellee’s application. 

8. Whether information regarding the existence 
and status of a stranger’s application for patent is 
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“relevant to the subject matter involved in the pend- 
ing action” within the meaning of Rule 26(b) where: 
(1) the information has nothing to do with the ulti- 
mate issue of the civil action, i.e., whether appellee’s 
application for patent should be restored to pending 
status, and (2) release of this information would 
have no effect on any relief that appellee may receive 
and no substantial evidential relationship to any real 
issue of the civil action. 
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For THE DISTRICT OF COLUMBIA CIRCUIT 


Appeal No. 16,157 


FREDERICK H. MUELLER, SECRETARY OF COMMERCE, 
and 


RoBeRT C. WATSON, COMMISSIONER OF PATENTS, 
APPELLANTS 


Vv. 


HorRIZONS TITANIUM CORPORATION, 
APPELLEE 


BRIEF FOR THE COMMISSIONER OF PATENTS 


JURISDICTIONAL STATEMENT 


Appellants submit that this Court has jurisdiction 
of this appeal under 28 U.S.C. 1291 as an appeal from 
a final decision of the District Court. Since this 
Court’s jurisdiction is challenged by appellee’s motion 
for dismissal, decision on which js held in abeyance 
by the Court’s order, appellants present their basis 
for jurisdiction as Point I (Brief, 7), and their 
argument thereupon (Brief, 8) as well as in their 
answer to appellee’s motion for dismissal. 
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9 
STATEMENT OF THE CASE 


This is an appeal by Frederick H. Mueller, Secre- 
tary of Commerce, and Robert C. Watson, Commis- 
sioner of Patents, from the order (J.A. 62) of the 
United States District Court for the District of 
Columbia which on December 16, 1960 overruled the 
appellants’ objections to interrogatories (J.A. 26) 
served on October 10, 1960. 

As the complaint indicates (J.A. 12), the Hori- 
zons Titanium Corporation, appellee, seeks an in- 
junction directing appellants, the Commissioner of 
Patents and the Secretary of Commerce, to restore to 
pending status a Wainer application for patent as- 
signed to the appellee, which was stricken from the 
files of pending applications, in accordance with a 
rule of the Patent Office, because of an admitted alter- 
ation of the application after being signed and sworn 
to. This alteration was brought to the attention of 
the Patent Office by appellee on November 26, 1957 
(J.A. 6), during an interference between the 
Wainer application and an application of Ervin and 
Ueltz, assigned to Norton Company, a Massachusetts 
corporation (which application is referred to in the 
complaint as the “Norton application”). The Wainer 
application was stricken from the files of pending 
applications, on the motion brought on January 3, 
1958, by Ervin and Ueltz, by the decision of the First 
Assistant Commissioner dated March 25, 1959, and 
the interference was accordingly “dissolved,” or 
terminated. The First Assistant Commissioner re- 
considered his decision (J.A. 9) but adhered to it. 
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In the civil action that followed, appellee’s com- 
plaint filed November 2, 1959 (J.A. 3, 12), asked not 
only for restoration of the Wainer application to 
pending status, but also for a preliminary and final 
injunction enjoining appellants “from issuing any 
patent upon the Norton application or any continua- 
tion or division thereof without first determining the 
question of prior inventorship of the subject matter 
thereof by Eugene Wainer in such normal and regu- 
lar proceedings as will lead to the statutory judicial 
review of the correctness of the determination pursu- 
ant to Title 35, United States Code, § 146.” Appel- 
lee’s motion for a preliminary injunction filed Novem- 
ber 23, 1959 (J.A. 13) sought the preliminary in- 
junctive relief prayed for in the complaint. Appel- 
lants’ motion to dismiss (J.A. 14), averring, as a 
second ground for dismissal, the absence of an in- 
dispensable party, was filed on December 7, 1959. 
Appellee’s motion for a preliminary injunction and 
appellants’ motion to dismiss were denied by the 
District Court’s orders of December 23, 1959 (J.A. 
15), and January 15, 1960 (J.A. 18), respective- 
ly. The Findings of Fact (J.A. 16) with respect 
to the motion for a preliminary injunction recog- 
nized, inter alia, that any right to contest priority 
of an invention claimed in the stricken application 
would not be impaired by the issuance of a patent 
claiming that invention during the pendency of the 
civil action. Appellants’ answer to the complaint 
(J.A. 19), filed February 4, 1960, denied the ma- 
terial allegations of the complaint and asserted also 
that appellee is not entitled to an injunction against 
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the grant of a patent to another because the District 
Court has no jurisdiction to restrain the Commis- 
sioner in the grant of a patent. 

The interrogatories under consideration (J.A. 24), 
served October 10, 1960, sought information about 
the existence, pendency, status, or subject matter of 
the “Norton application” and of continuations or con- 
tinuations-in-part of this application. Appellants’ 
objections to interrogatories (J.A. 26), filed October 
14, 1960, asserted that the information was privi- 
leged under 35 U.S.C. 122 and irrelevant to the sub- 
ject matter of the civil action. After a hearing (J.A. 
45) on December 12, 1960, the District Court 
overruled (J.A. 62) these objections. 


STATUTES AND RULES INVOLVED 


28 U.S.C., Act of June 25, 1948, c. 646 $1, 62 
Stat. 869. 


Section 1291. Final decisions of district courts 


The courts of appeals shall have jurisdiction 
of appeals from all final decisions of the district 
courts of the United States, the United States 
District Court for the District of the Canal 
Zone, the District Court of Guam, and the Dis- 
trict Court of the Virgin Islands, except where a 
direct review may be had in the Supreme Court. 
As amended Oct. 31, 1951, ¢. 655, § 48, 65 Stat. 
726: July 7, 1958, Pub. L. 85-508, $12(e), 72 
Stat. 348. 

35 U.S.C., Patent Act of July 19, 1952 (Public Law 
598, 82nd Congr., 2d sess., ch. 950; 66 Stat. 792). 


Section 122. Confidential status of applications 
Applications for patents shall be kept in con- 
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fidence by the Patent Office and no information 
concerning the same given without authority of 
the applicant or owner unless necessary to carry 
out the provisions of any Act of Congress or in 
such special circumstances as may be determined 
by the Commissioner. 

Section 135. Interferences [First sentence 
only] 

Whenever an application is made for a patent 
which, in the opinion of the Commissioner, would 
interfere with any pending application, or with 
any unexpired patent, he shall give notice there- 
of to the applicants, or applicant and patentee, 
as the case may he. 


Federal Rules of Civil Procedure 


Rule 26(b) Scope of Examination. Unless 
otherwise ordered by the court as provided by 
Rule 30(b) or (d), the deponent may be ex- 
amined regarding any matter, not priviledged, 
which is relevant to the subject matter involved 
in the pending action, whether it relates to the 
claim or defense of the examining party or to 
the claim or defense of any other party, includ- 
ing the existence, description, nature, custody, 
condition and location of any books, documents, 
or other tangible things and the identity and 
location of persons having knowledge of relevant 
facts. It is not ground for objection that the 
testimony will be inadmissible at the trial if the 
testimony sought appears reasonably calculated 
to lead to the discovery of admissible evidence. 
As amended Dee. 27, 1946, eff. March 19, 1948. 

Rule 33. Interrogatories to Parties [First 
sentence of second paragraph only] 
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Interrogatories may relate to any matters 
which can be inquired into under Rule 26(b), 
and the answers may be used to the same extent 
as provided in Rule 26(d) for the use of the 
deposition of a party. 

RULES OF PRACTICE OF THE UNITED STATES PATENT 
OFFICE IN PATENT CasES, Rule 14; 37 C.F.R. 1.14 


Patent applications preserved im secrecy. (a) 
Pending patent applications are preserved in secrecy. 
No information will be given by the Office respecting 
the filing by any particular person of an application 
for a patent, the pendency of any particular case be- 
fore it, or the subject matter of any particular appli- 
cation, nor will access be given to or copies furnished 
of any pending application or papers relating thereto, 
without written authority of the applicant, or his 
assignee or attorney or agent, unless it shall be neces- 
sary to the proper conduct of business before the 
Office or as provided by these rules. 

(b) Abandoned applications are likewise not open 
to public inspection, except that if an application re- 
ferred to in a United States patent is abandoned and 
is available, it may be inspected or copies obtained by 
any person on written request, without notice to the 
applicant. Abandoned applications may be destroyed 
after twenty years from their filing date, except those 
to which particular attention has been called and 
which have been marked for preservation. Aban- 
doned applications will not be returned. 

(c) Applications for patents which disclose or 
which appear to disclose, or which purport to disclose, 
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inventions or discoveries relating to atomic energy 
are reported to the Atomic Energy Commission and 
the Commission will be given access to such applica- 
tions, but such reporting does not constitute a deter- 
mination that the subject matter of each application 
so reported is in fact useful or an invention or dis- 
covery or that such application in fact discloses sub- 
ject matter in categories specified by secs. 151 (c) 
and 151 (d) of the Atomic Energy Act of 1954, 68 
Stat. 919; 42 U.S.C. 2181. 

See trademark rule 2.27 for trademark applica- 
tions. 


STATEMENT OF POINTS 


I. The Court has jurisdiction of this appeal be- 


cause it is an appeal from a final decision of the 
U.S. District Court in a collateral matter of the 
type recognized by the U.S. Supreme Court in Cohen 
v. Beneficial Industrial Loan Corporation, 387 U.S. 
541, 69 S. Ct. 1221, 93 L. Ed. 1528 and Swift and 
Co. v. Compania Caribe, 339 U.S. 684, 70 S. Ct. 861, 
94 L. Ed. 1206. 


II. The circumstances of the civil action are not 
such as to bring the release of the information sought 
by appellee’s interrogatories within any of the ex- 
ceptions, specified by 35 U.S.C. 122 (Brief, 4), 
justifying the release of information regarding pat- 
ent applications so that the District Court’s order 
overruling appellants’ objections to the interroga- 
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tories was directly contrary to 35 U.S.C. 122 and 
erroneous. 


III. The release by appellants of the information 
sought by appellee’s interrogatories from the confi- 
dential status enjoined by 35 U.S.C. 122 finds no 
justification in the circumstances of the civil action so 
that the information so sought is “privileged” within 
the meaning of that term in Rule 26(b) (Brief, 
5) of the Federal Rules of Civil Procedure. 


IV. The information sought by appellee’s interrog- 
atories is not “relevant to the subject matter involved 
in the pending action,” within the meaning of that 
expression in Rule 26(b) of the Federal Rules of 
Civil Procedure. 


V. The order of the District Court overruling ap- 
pellants’ objections to appellees’ interrogatories in- 
volved clear error of law and abuse of discretion be- 
cause the interrogatories did and and do not relate 
to any matter which can be inquired into under 
Rule 26(b) (Brief, 5) or Rule 33 of the Federal 
Rules of Civil Procedure. 


SUMMARY OF ARGUMENT 


IL. The order of the District Court overruling ap- 
pellants’ objections to interrogatories is “final” with- 
in the contemplation of 28 U.S.C. 1291 (Brief, 4) 
because: (1) it has a final and irreparable effect on 
the rights of the parties, being a “final disposition of 
a claimed right,” (2) it is too important to be denied 
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review; and (3) the claimed right is not an ingredi- 
ent of the cause of action, does not require considera- 
tion with it and will not be merged in the final deci- 
sion in the action. Requiring appellants to stand 
in contempt of a United States Court in order to 
achieve a procedural finality of action is inappropri- 
ate and contrary to the intent and provisions of 35 
U.S.C. 122 (Brief, 4). 

II. The release of information regarding patent 
applications is justifiable only under the three excep- 
tional conditions specified in 35 U.S.C. 122 (Brief, 
4). Since (1) appellee lacks the owner’s consent 
to the release of information sought by interroga- 
tories and since (2) the Commissioner has not deter- 
mined that exceptional circumstances exist allowing 
such release, appellee to secure this information 
must show (38) that the release cf information is 
necessary to carry out some act of Congress. Such 
necessity does not exist under 35 U.S.C. 185 (Brief, 
5) before or after the declaration of an inter- 
ference and the information is not required to give 
appellee any reasonable possible relief in the civil 
action. That the information is not only unneces- 
sary to carry out the provisions of 35 U.8.C. 135 but 
also irrelevant to the subject matter cf the civil action 
is indicated by the District Court’s denial of both 
appellee’s motion for a preliminary injunction (J.A. 
15) and appellants’ motion to dismiss (J.A. 18), 
and by the denial to appellee of the information in 
proceedings in the U.S. District Court for the Dis- 
trict of Massachusetts (J.A. 43). 
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III. The government’s statutory privilege against 
unauthorized disclosure is a privilege recognized by 
Rule 26(b), F.R.C.P. (Brief, 5). Since none of 
the conditions justifying release of the information 
under 35 U.S.C. 122 (Brief, 4) has been met the 
claim of privilege should have been recognized by the 
District Court. 

IV. Since the information sought by interrogatories 
is not only unnecessary to carry out the provisions of 
an Act of Congress but is also irrelevant to the sub- 
ject matter of the civil action, it properly cannot be 
inquired into under Rule 26(b), F.R.C.P. (Brief, 
5). The information sought is neither material 
to any issue in the civil action nor calculated to lead 
to evidence which may be employed in the action. 

V. Since under Rules 26(b), 38, F.R.C.P. (Brief, 


5), a matter which is “privileged” or irrelevant 
to the subject matter of the civil action may not be 
inquired into, the order of the District Court over- 
ruling appellants’ objections to appellee’s interroga- 
tories finds no reasonable basis in law and involves 
an abuse of discretion. 


ARGUMENT 


I. This Court has jurisdiction 


(a) The U.S. Supreme Court decisions, Cohen v. 
Beneficial Industrial Loan Corp., 337 U.S. 541, 69 
S.Ct. 1221, 93 L.Ed. 1528, and Swift and Co. v. 
Compania Caribe, 339 U.S. 684, 70 S.Ct. 861, 94 L. 
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Ed. 1206, established the principle that an “order 
that does not ‘terminate an action’ but is, on the con- 
trary, made in the course of an action, has the finality 
that § 1291 requires for appeal if (1) it has ‘a final 
and irreparable effect on the rights of the parties’, 
being ‘a final disposition of a claimed right’; (2) it 
is ‘too important to be denied review’; and (3) the 
claimed right ‘is not an ingredient of the cause of 
action and does not require consideration with it’.” 


U.S. v. Cefaratti, 91 U.S. App. D.C. 297, 301, 
202 F.2d 18, 16; followed in U.S. v. Carroll, 
98 U.S. App. D. C. 234, 284 F.2d 679, reversed, 
354 U.S. 394, 77 S.Ct. 1382, 1 L.Ed.2d 1442, by 
a decision predicated on the limitations on ap- 
pellate review peculiar to criminal procedure. 


(b) The order appealed from has “a final and 
irreparable effect on the rights of the parties,” in the 
sense that the expression is used in Cohen v. Bene- 
ficial Industrial Loan Corp., supra, because it final- 
ly disposes of the asserted right of the Commissioner 
to deny, in the public interest and in accordance with 
the express requirements of 35 U.S.C. 122, informa- 
tion sought with reference to applications for patent. 
Obviously, when the information is made available to 
appellee it is irretrievable. Overby, Acting Secretary 
of Treasury v. United States Fidelity and Guaranty 
Company et al. (C.A. 5, 1955), 224 F.2d 158, 162; 
De Long Corporation v. Lucas (D.C., S.D. N.Y., 
1956), 138 F. Supp. 805. 

(c) The order appealed from is “too important to 
be denied review” because: (1) the asserted public 
right which would be irretrievably lost by the denial 
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of review is a right considered so important by the 
Congress that it was made the subject of 35 U.S.C. 
122; (2) the breach of secrecy, in the absence of the 
exceptional circumstances provided for by statute, 
would adversely affect the public confidence, and the 
confidence of individual inventors, in the security of 
applications for patent, which are essential elements 
of the patent system; (3) the unjustified disclosure 
of information regarding applications for patent in- 
volves irreparable injury to persons other than ap- 
pellee; and (4) such injury may be real and imme- 
diate as suggested in this case by the circumstance 
that Norton Company, alleged to be the assignee of 
an application before, or once before, the Patent 
Office, has vigorously and, so far, successfully re- 
sisted (J.A. 42) a subpoena (J.A. 31) issued by 
the United States District Court for the District of 
Massachusetts, served by the present appellee and 
seeking, as appellee stated (J.A. 40), the informa- 
tion toward which the interrogatories are directed. 

(d) The claimed right to maintain applications 
for patent against unjustified breach of secrecy ‘4s 
not an ingredient of the cause of action and does not 
require consideration with it.” This right and its 
basis will not be merged with the judgment in the 
civil ection. See MacAlister ct al. v. Guterma (C.A, 
2, 1958), 263 F.2d 65. Moreover, as shown hevein- 
after (Brief, 16), the infcrmation sought has no 
relevance to any relief that the appellee may receive 
in the civil action. 

(e) It would be contrary to the intent and purpose 
of 35 U.S.C. 122 (Brief, 4) to require that appel- 
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lant Commissioner of Patents and appellant Secretary 
of Commerce stand in disobedience of the District 
Court’s ruling in order to achieve, by a circuitous 
route, a procedural finality of action sufficient to 
allow appellate review of the order. Under 35 U.S.C. 
122, the responsibility for determining whether spe- 
cial circumstances exist that justify release of infor- 
mation concerning applications for patent is given 
to the Commissioner of Patents. If the Commis- 
sioner, as a defendant in a civil action, is required to 
provoke the sanctions of the Federal Rules of Civil 
Procedure in order to achieve a procedural finality 
of decision, then his character as a defendant may be 
used as a lever to influence his free exercise of the 
discretion in carrying out an executive function. The 
present case illustrates the undesirable possibilities 
inherent in the interpretation of 28 U.S.C. 1291 that 
appellee suggests in his motion for dismissal. The 
Commissioner, although he cannot waive the privilege 
that strangers to the civil action enjoy under 35 
U.S.C. 122 and must find special circumstances 
exist that justify disclosure, gains no tactical advan- 
tage in the action by upholding a privilege running 
in favor of a stranger to the suit since appellee, if 
the information is withheld, presumably may postu- 
late at trial any reasonable state of facts. Yet ap- 
pellee’s motion for dismissal suggests that sanctions 
should be provoked as a possible basis for the appel- 
late review which appellants claim as a matter of 
right. 

(f) Appellants are aware that, in some situations, 
sanctions, extending even to dismissal in a criminal 
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case, may be appropriate where the government or an 
officer of the government refuses to produce informa- 
tion for which privilege is not recognized; see Tauber- 
neck and Sexton, Executive Privilege And The Court’s 
Right To Know—Discovery Against The United 
States In Civil Actions In Federal District Courts, 
48 Geo. L.J. 486 (1959). However, no decision 
known to appellants found such sanctions appropriate 
where: 


(1) the privilege was expressly recognized by 
statute; 
the privilege ran in favor of persons not in- 
volved in the suit; 
the officer claiming privilege had no unquali- 
fied right to waive privilege; and 
the officer was given by statute the duty of 
determining whether special circumstances 
justify release of the information sought by 
interrogatories. 


Il. The release of the information is forbidden by statute 


(a) Since appellee has not alleged or shown that 
it has received the consent of any applicant or 
owner of any application (if any such application 
exists) to which the interrogatories relate, appellee, 
under 35 U.S.C. 122 (Brief, 4), is entitled to in- 
formation concerning patent applications only if (1) 
the Commissioner of Patents has determined that 
special circumstances exist which would justify re- 
lease of the information or if (2) it is shown that 
the release of information is “necessary to carry out 
the provisions of any Act of Congress.” 

(b) Appellee has not alleged that the Commis- 
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sioner has determined that exceptional circumstances 
exist justifying release of the information sought and, 
assuming arguendo, that appellants’ objections to in- 
terrogatories amounts to a determination by the Com- 
missioner on the matter, the Commissioner has deter- 
mined that such exceptional circumstances do not 
exist. Since this determination is confided by 35 
U.S.C. 122 to the Commissioner’s judgment and dis- 
eretion the District Court lacks authority to direct 
the Commissioner in the exercise of judgment or dis- 
cretion in any particular manner. Edgerton v. 
Kingsland, Commissioner of Patents, 83 U.S. App. 
D.C. 8, 168 F.2d 128; Svenson v. Coe, 69 App.D.C. 
359, 101 F.2d 684. It is noted that the release of the 
information would not be justified under Rule 14 
(Brief, 6) of the Rules of Practice of the United 
States Patent Office in Patent Cases, 37 C.F.R. 1.14, 
by any of the various special circumstances there 
recognized. 

(c) Appellee (J.A. 58) apparently, and of neces- 
sity, relied on the third exception provided by 35 
U.S.C. 122 as basis for receiving the information, 
i.e. that the information is necessary to carry out the 
provisions of an act of Congress insofar as it relates 
to an interference, 35 U.S.C. 185 (Brief, 5). It 
is necessary, of course, that in an interference pro- 
ceeding information regarding a pending patent ap- 
plication be transmitted to an opposing party. But 
this necessity does not exist before the interference 
is declared. The declaration of interferences is en- 
trusted by statute solely to the judgment and discre- 
tion of the Commissioner. U.S. ex rel. American 
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Gas-Accumulator Co. v. Coe, 66 App. D.C. 21, 84 
F.2d 398, Ewing v. U.S. ex rel. Fowler Car Co., 244 
U.S. 1, 37 S.Ct. 494, 61 L.Ed. 955. Thus in Moreton 
et al. v. Watson, Commissioner of Patents (D.C., 
D.C., 1958), Civil Action No. 2109-58, where the 
plaintiffs contended that they were entitled to access 
to a pending application, once in evidence in a civil 
action under 35 U.S.C. 145, since “‘aecess was ‘neces- 
sary to carry the provisions of (the) Act of Congress’ 
relating to the issuance of patents” and pointed out 
that this act provides for the declaration of inter- 
ferences, the Commissioner’s motion for summary 
judgment was granted “under the peculiar cireum- 
stances of the ease”. Nor is access granted by the 
Commissioner to a stranger because he was once in 
interference with an application. In re Heard (Com. 
Pat.), 1905 C.D. 66, 114 O. G. 2381; In re Nieden 
(Com. Pat.), 116 USPQ 259. In the present case no 
interference now exists and the declaration of an 
interference with the hypothetical Norton applica- 
tions or with any other of the multitude of applica- 
tions for patent or unexpired patents is not a matter 
requiring the release of information regarding patent 
applications of appellee’s competitors since the Com- 
missioner has access to all the applications before the 
Patent Office. 

(d) Even if it were assumed, arguendo, that the 
District Court may take upon itself the authority to 
declare interferences, the information regarding the 
present status or existence of a stranger’s patent 
applications would have nothing whatsoever to do 
with the ultimate issue of this case, i.e., whether or 
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not the Commissioner should be required to restore to 
pending status a Wainer application which was 
stricken from the files of pending applications be- 
cause of an admitted alteration of the application 
after it was executed and sworn to. Whether the 
civil action results in a ruling that the Wainer appli- 
cation should be restored to pending status or a rul- 
ing to the contrary, the information which appellee 
seeks (1) would be of no relevance to the subject 
matter or issues of this case and (2) would not be 
necessary to carry out the provisions of 35 U.S.C. 
135 (Brief, 5), dealing with interferences. In 
the event that restoration of the Wainer application 
to pending status is ordered, this information will be 
unnecessary to the civil action and to the declaration 
of an interference since it cannot be presumed, nor 
is it suggested, that the Commissioner in such event 
would fail to carry out any of the duties enjoined 
by statute. So enjoined is the duty of declaring, if 
the circumstances warrant it, an interference between 
the restored application and not only the hypothetical 
Norton application but also any interfering applica- 
tion or any interfering unexpired patent. In the 
event that the District Court rules that that Wainer 
application should be restored to pending status, this 
information will be unnecessary to the civil action 
and to the declaration of an interference because 35 
U.S.C. 135 (Brief, 5) provides for interferences be- 
tween pending applications or between pending ap- 
plications and unexpired patents and not for open 
contests of priority between unqualified contestants. 

(e) That the information sought by interrogatories 
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is neither necessary to carry out a provision of Title 
35, U.S.C., nor “relevant to the subject matter in- 
volved in the pending action” is shown by the District 
Court’s Findings of Fact (J.A. 16) in support of 
the order of the District Court, entered December 
23, 1959, denying appellee’s (plaintiff’s) motion for 
a preliminary injunction, particularly the Court’s 
findings 2 and 8, copied as follows: 


2. Any right of the plaintiff to contest priority 
of an invention claimed in its stricken applica- 
tion would not be impaired by the issuance of a 
patent claiming that invention to another dur- 
ing the pendency of this civil action. 

3. If the striking of plaintiff’s application 
from Patent Office files were vacated, plaintiff 
could then contest priority of invention with any 
patent of another which is granted during the 
pendency of this civil action. 

(f) That the information sought is neither neces- 
sary for interference purposes nor relevant to the 
issues is further indicated by the order of the Dis- 
trict Court (J.A. 18) denying appellants’ motion 
to dismiss (J.A. 14) and thereby overruling appel- 
lants’ contention (J.A. 15) that the Court lacked 
jurisdiction due to the absence of an indispensable 
party, to wit: the owner of the application which 
once was in interference with the Wainer application. 
Lacking appellee’s former opponent in the interfer- 
ence, the civil action has no aspect of an interference 
proceeding under 35 U.S.C. 185 nor a trial of the 
opponent’s rights with respect to that interference. 
The unjustified disclosure of information regarding 
a stranger’s patent applications to a competitor in 
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the course of such an action would amount to a de- 
privation of a statutory right without due process of 
law. 

(g) Proceedings in the United States District 
Court for the District of Massachusetts show that 
appellee has not received the consent of Norton Com- 
pany, allegedly owner of the application with which 
the Wainer application was in interference, to the 
release of information regarding its applications and 
has been denied that information by that court (J.A. 
43). On July 8, 1960, appellee caused the issu- 
ance of subpoenas (J.A. 31, 33) directing the presi- 
dent, or other officer or responsible employee of Nor- 
ton Company, and Herbert F. G. Ueltz, one of the 
joint inventors of the application with which the 
Wainer application was in interference, to appear for 
the taking of depositions in the civil action. Appellee 
in a Supplemental Memorandum In Support Of Sub- 
poenas (J.A. 38, 40) stated the information sought by 
the depositions and this information is that sought 
by the present interrogatories (J.A. 24). Norton 
Company moved (J.A. 35) to quash the subpoenas 
or for a protective order to prevent disclosure of 
trade secrets or in the alternative for an order to 
stay the taking of depositions and production of docu- 
ments. The motion to quash was granted by the 
court on September 13, 1960 (J.A. 43). [Appel- 
lants have been informed that the appeal from this 
order awaits consideration in the U.S. Court of Ap- 
peals for the First Circuit.] 
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II. The information sought is privileged within 
the meaning of Rule 26(b) F.R.C.P. 

(a) A privileged status created by statute is rec- 
ognized as a sufficient basis for the denial by an offi- 
cer of the government of access to confidential in- 
formation within the government’s custody. 


U.S. v. Bethlehem Steel Corporation (D.C., S.D. 
New York, 1958), 21 F.R.D. 568. 


This decision has a particular relevance and analogy 
since the privilege involved was expressly created by 
statute rather than by departmental regulations, since 
the privilege ran in favor of persons supplying the 
privileged information, and since there was a com- 
pelling public policy underlying the protection of the 
privacy of the information. 

(b) As stated above (Point I, and supporting 


argument, Brief, 14), the circumstances of this ap- 
peal do not bring the release of the information 
sought by interrogatories under any one of the ex- 
ceptions provided by 35 U.S.C. 122 so that there was 
no reasonable basis for denial of privilege under the 
Rules of Civil Procedure. 


IV. The information sought is not relevant to the sub- 
ject matter of the civil action within the meaning of 
Rule 26(b), F.R.C.P. 

(a) Items of information not material or relevant 
to the issues of the civil action and items of informa- 
tion not calculated to lead to relevant evidence nave 
not been considered proper subjects for interroga- 
tories. 
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U.S. v. Harris (C.A. 5, 1954), 216 F.2d 690 
Wolf v. Dickinson (D.C., E.D. Penn., 1953), 
16 F.R.D. 250 
McNelley v. Perry (D.C., E.D. Tenn., 1955), 
18 F.R.D. 360 
U.S. v. Stangland v. Munk (D.C., N.D. Ind., 
1956), 187 F. Supp. 589 affd. 242 F2d 843 
(b) There has been no showing in the civil action, 
nor is it evident, that the information sought is cal- 
culated to lead to relevant evidence and, as shown 
above (Argument on Point II, d, e, f, g, Brief ), 
the information is not relevant to the subject matter 
of the civil action. 


V. The District Court’s Order involves abuse of 
discretion 

The order of the District Court overruling appel- 
lants’ objections to interrogatories, as stated above 
(Point II), is contrary to 35 U.S.C. 122 and, there- 
fore, erroneous. Concomitantly and additionally, the 
order involves an abuse of discretion in that it com- 
mands, despite appellants’ objections, the release of 
information which, under Rule 26(b) (Brief 5) and 
Rule 38 (Brief 5) of the Rules of Civil Procedure, is 
both privileged and irrelevant to the subject matter 
of the civil action. 
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CONCLUSION 


Appellants respectfully submit that the Court has 
jurisdiction of this appeal and that the order of the 
District Court overruling appellants’ objections to the 
interrogatories served October 10, 1960, involves 
clear error of law and abuse of discretion and that 
the order should be reversed. 


Respectfully submitted, 


CLARENCE W. Moore, 
Solicitor, United States Patent Office, 
Attorney for Appellants. 


ARTHUR H. BEHRENS, 


Of Counsel. 
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